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* ^ Claim Rejections - 35 USC § 102 (e) 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

2. Claims 1 -1 4 and 1 9-23 are rejected under 35 U.S.C. 1 02(e) as being anticipated 
by Quayle et al (6,694,464). 

As per claims 10-11, Quayle et al disclose an apparatus, comprising: 

A mean for dividing pins of an integrated circuit into a first group and a second 

group; 

A means for logically associating each pin of the first group to each pin of the 
second group; and 

A means for generating a scan chain in the integrated circuit for each logical 
association of pins. (See Fig. 11, col. 16, lines 50-65 and col. 17, lines 42-67 to col. 18, 
lines 1-25). 
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As per claim 12, Quayle et al further disclose, wherein the first group has n 
numbers of pins (1804 PINS), the second group has m number of pins (1868 PINS), 
and the logical association of pins drives n*m scan chains. (See Fig. 11). 

As per claims 13-14, Quayle et al further disclose wherein the means for logically 
associating comprises: 

A means for performing a exclusive OR operation (col. 47, lines 14-49). 

As per claims 1-5 and 6-9, these method claims are rejected under similar 
rationale as set forth in system claims 10-14. 

As per claims 19-23, these claims are rejected under similar rationale as set forth 
in claims 10-14. 

Claim Rejections - 35 USC § 102(b) 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action:. 
A person shall be entitled to a patent unless 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-3, 10-12 and 19-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Sample et al (6,377,912). 

As per claims 10-11, Sample et al disclose an apparatus, comprising: 

A mean for dividing pins of an integrated circuit into a first group and a second 

group; 

A means for logically associating each pin of the first group to each pin of the 
second group; and 
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A means for generating a scan chain in the integrated circuit for each logical 
association of pins. (See Fig. 11, col. 14, lines 20-67 and col. 15, lines 1-62). 

As per claim 12, Sample et al further disclose, wherein the first group has n 
numbers of pins (1804 PINS), the second group has m number of pins (1868 PINS), 
and the logical association of pins drives n*m scan chains. (See Fig. 11). 

As per claims 19-21 , these claims are rejected under similar rationale as set forth 
in claims 10-12. 

Allowable Subject Matter 

5. Claims 1 5-1 8 and 24-27 are allowable. 

6. Applicant's arguments filed on 5/5/06 have been fully considered but they are not 
persuasive because: 

Applicant argues that Quayle would not teach or suggest logically associating 
each pin of the first group to each pin of the second group. 

Examiner disagrees with applicant because Quayle does suggest logically 
associating each pin the first group to each pin of the second group thru MUXs by logic 
chips in Fig. 11. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phung My Chung whose telephone number is 571-272- 
3818. The examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on 571-272-3819. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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